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CALENDAR –
UPCOMING
EVENTS
Save the Dates!

Summer is slowly coming to an end. With the water conversation efforts,
comes the start of the new academic school year. The United States
Supreme Court will resume oral argument days the second week of
October. We are looking forward to the upcoming GBA Fall events, and I
look forward to seeing you all very soon at our end of the summer events.

 Karaoke Mixer at Dimples;
Thursday, August 21, 2014,
3414 W. Olive Avenue;
Burbank, 91505.

WELCOME NEW BOARD OFFICER

 August Networking Lunch
Wednesday, August 27,
2014-El Morfi--Noon

I particularly want to welcome Gary Nelson, Esq. who was recently
appointed to the GBA Board of Directors.
Professional Profile
Gary J. Nelson is a partner in the Glendale,
California office of Christie, Parker & Hale,
LLP. His practice includes the prosecution and
maintenance of large international corporate
trademark portfolios, and has managed over
7,000 individual trademark
applications/registrations throughout the
world. Through his network of foreign
counsel, Mr. Nelson has cleared, filed and
supervised the prosecution of trademarks in
over 120 countries.
Mr. Nelson is involved in the enforcement and defense of trademark,
copyright and patent rights for his clients, as well as being an expert in
trademark, copyright and patent licensing. Mr. Nelson has been lead
counsel on over 150 trademark opposition/cancellation proceedings before
the United States Trademark Trial and Appeal Board; and has filed nearly
100 UDRP Complaints with the National Arbitration Forum and the World
Intellectual Property Organization to force the transfer of ownership of
contested domain names. Mr. Nelson specializes in resolving intellectual
property disputes in a broad spectrum of industries, including, clothing,
food, computer software and hardware, office supply, sports and
entertainment, among other service sectors. Mr. Nelson is an expert in
domain name disputes and Internet Law, and serves as a Neutral and a
Domain Name Panelist for the World Intellectual Property Organization's
Arbitration and Mediation Center ("WIPO") operating out of Geneva,

 Honorable Scott Gordon,
LASC, Central District,
MCLE Thursday,
September 4, 2014 at 6:30
p.m. LA Law Library; 301
st
W. 1 Street; Los Angeles,
90012.
 September 2014 Mixer,
TBD.
 September Networking
Lunch Wednesday,
September 24, 2014Bourbon Steak--Noon
 October 1, 2014, Marcellus
Antonio McRae, Gibson,
Dunn & Crutcher-Lead
Counsel on Vergara v.
California-MCLE-(Dinner)Oakmont-Liberty Bell Night!
Past President’s Night!
 September 2014 Mixer,
TBD.

 Annual Christmas Party
TBD.
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Switzerland. Prior to joining Christie, Parker & Hale, Mr. Nelson spent eight years producing, directing and editing documentaries
in the entertainment industry. Mr. Nelson joined the firm in 1996 and became a partner in 2004.
WEBSITE UPDATES
We will continually update our website with new, relevant information. Please ensure that your personal information is updated
and accurate. Please contact our administrator, Faye Golden, with any updates. Submit information and a photo of yourself (in
JPEG format) to Faye Golden, at info@glendalebar.com.

Fee Shifting in Patent
Cases: Leave it up to
the Supremes

Fortunately, clearer heads prevailed and when it
became apparent that the Innovation Act would
be defeated, it was quietly scuttled and
withdrawn, at least for now.

By Daniel Kimbell

Perhaps one reason for this was the handing
down on April 29, 2014 of two unanimous
“This is the way the world ends. Not with a
Supreme Court cases, namely Octane Fitness v.
bang but a whimper.” From "The Hollow
ICON Health & Fitness and Highmark v.
Men", by T. S. Eliot.
Allcare Health Management System.
Floating around in the first half of 2014 was
Together, these two cases have reshaped the
H.R. 3309, the resplendently termed
rules that determine circumstances under which
“Innovation Act”, which was Congresses’ then attorneys' fees may be awarded in patent cases.
current attempt at a legislative weapon in their
To summarize, the Supreme Court has vested
war against the patent trolls. Among other
district courts with wider discretion to punish
things, the Innovation Act and would have
imposed mandatory fee shifting to the loser in parties who in engage in bad faith patent
litigation, while presumably not unduly
patent infringement lawsuits. The burden
degrading traditional patent incentives that
would have been on the losing party to prove
that its position was "substantially justified" or reward innovation by allowing patent owners to
assert valid patent rights. In a final analysis, a
that "special circumstances" would make an
award of attorney fees unjust. Had H.R. 3309 patent holder’s patent right largely boils down
passed, this would have placed a dark cloud not to the right to exclude others from practicing
the invention. So, any changes in the delicate
only over non-practicing entities trying to
enforce vague patents for a quick buck, but also calculus that precedes a patent holder’s decision
on whether and how to enforce a patent must be
on small time inventors and cash strapped
startups among others trying to enforce patents approached with the utmost care.
against deep pocketed and established
35 U.S.C. § 285 authorizes courts to award
competitors. Thus, H.R. 3309 would have
attorney fees "in exceptional cases" to the
likely discouraged, rather than promoted the
prevailing party, which is an exception to the
progress of the useful arts, which is said to be a “American Rule” under which each party pays
its own attorney fees regardless of the outcome.
cornerstone of our patent system.
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Before the Octane Fitness and Highmark cases,
the Federal Circuit had previously construed §
285 as permitting fee-shifting in only two
limited circumstances: An award of attorneys'
fees would be permissible only when it is
proven by clear and convincing evidence that
(1) "there has been some material inappropriate
conduct," or (2) the litigation was "brought in
subjective bad faith" and was "objectively
baseless."

appellate court will only review fee decisions
for abuse of discretion.

Thus, the bookend cases of Octane Fitness and
Highmark give district courts more discretion to
hold accountable those who engage in improper
or abusive litigation. For better or for worse,
the application of these two cases may bear
down more heavily on patent holders than
alleged patent infringers. On the other hand,
reason suggests that Octane Fitness and
However, with the Octane Fitness and
Highmark will engender more responsible
Highmark decisions, the Supreme Court has
behavior among all parties to a patent litigation.
ruled that Section 285 of the Patent Act
Patent owners hoping to avoid fee awards being
authorizes a district court to award attorney's
exerted against them will certainly need to
fees in patent litigation in "exceptional cases", conduct pre-litigation due diligence with the
namely, cases that stand out from the others
renewed vigor and care. Likewise, alleged
with respect to the substantive strength of a
infringers will be wise to seek a legal opinion
party’s litigating position or the unreasonable
when charged with patent infringement. More
manner in which the case was litigated. District reliance on legal opinions may become the
courts are instructed that they should determine natural offshoot of this greater risk shifting,
whether a case is exceptional “in the case-by- which could user in a new golden age for
case exercise of their discretion, considering the opinion writers.
totality of the circumstances.” The Court in
Octane Fitness held that a district court should To conclude, while it is a relief that H.R. 3309
and its dramatic fee shifting burdens did not
have the discretionary authority to award
attorney fees if the prevailing party has proven make it into law, players in the high stakes
game of patent enforcement need to keep an
by a preponderance of evidence that the
eye out for the greater fee shifting discretion
"totality of the circumstances" justify such an
now vested in the trial courts. Patent
award. Thus, it is now easier to meet
practitioners trust that the allure of clearing
evidentiary and the substantive legal
requirements to meet when justifying an award patent dockets of pesky patent infringement
cases will not spur an overly liberal application
of attorney fees under § 285.
of the newly enhanced fee shifting discretion,
In the Highmark case, the Supreme Court
and that balance can return to the patent
decided that district courts should have greater universe.
flexibility under § 285, and revising the
“Fee Shifting in Patent Cases: Leave it up to
standard of review employed by the Federal
the Supremes,” was written by Dan Kimbell,
Circuit in reviewing fee-shifting decisions
under § 285. No longer will the Federal Circuit Esq. Dan is a GBA Board officer and is an
review fee awards on a de novo basis. Instead, attorney with Karish and Bjorgum, an
Intellectual Property firm.
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September 4, 2014 MCLE with Judge Gordon
Our September MCLE will be presented by the Honorable Scott M. Gordon, the Supervising
Family Law Judge of the Los Angeles Superior Court. Judge Gordon was appointed to his
Supervising Family Law position in 2011. Judge Gordon handled multiple high profile family
law cases, including the McCourt divorce, the Brittany Spears custody dispute and more
recently, the Halle Berry property and family support dispute. Prior to joining the bench,
Judge Gordon served for sixteen years with the Los Angeles District Attorney’s Office where he was the
founding member of the Stalking and Threat Assessment Team and responsible for policy and legislative issues
relating to child abuse, domestic abuse and sex crimes. Please join the GBA on Thursday, September 4, 2014
at 6:30 p.m. in its monthly MCLE dinner at the Los Angeles Law Library located at: 301 West 1st Street; Los
Angeles 90012. The GBA is having an Italian Fare menu for the evening which includes the choice of Chicken
Marsala or Spinach Lasagna. Start off the night with a tasty Italian chopped salad and top off the night with a
scrumptious tiramisu! Parking is in included with your ticket, so reserve now. The Law Library is an amazing
landmark which is opening its doors to the Glendale Bar Association for an amazing event. See below for all
that the LA Law Library has to offer!

Limited Scope Representation
By Ritzel Starleigh Ngo
Limited Scope Representation (“LSR”) is a
commonly used procedure in today’s legal
world. If you have a potential client who
has limited funds, but requires legal
representation, it serves as an excellent tool.
LSR works as you initially have a
consultation with the client and determine
what their legal needs and/or strategy.
During the initial consultation, the
practitioner determines whether the client
requires in court representation, or just
preparation for their court pleadings or both.
Many clients in the litigious areas of the law
have limited access to funds, or are
unwilling to pay for a full-service attorney.
In these instances, rather than turn the

possible client and future business away,
LSR is an option to provide limited legal
services. Your fee agreement as a general
rule should specify exactly what your legal
responsibilities are, and what the client’s
responsibilities are. LSR is a great option to
grow your practice. To learn more on LSR,
on Saturday, September 13, 2014 at 8:00
a.m. – 9:00 a.m., I, along with my colleague,
Anne C. Adams, Esq. will present an MCLE
at the 87th State Bar of California Annual
Convention in San Diego on the Pros and
Cons of Limited Scope Representation in
Family Law.
“Limited Scope
Representation” was
written by Ritzel Starleigh
Ngo, Esq. Ritzel serves as
the GBA Board Secretary.
She is a solo practice family law attorney.
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State Bar Updates
State Bar
The State Bar of California’s Task Force on
Admissions Regulation Reform (TFARR)
was created in 2012 to examine whether the
State Bar should require pre-admission
competency training. TFARR developed a
report proposing three competency training
recommendations:
1. Pre-Admission: 15 Units of PracticeBased Experiential Training in Law
School/Apprenticeship Option
(Recommendation A)
2. Pre-Admission and Post-Admission:
50 Hours Pro Bono/Reduced-Fee
Legal Services (Recommendation B)
3. Post-Admission: 10 Hours
Competency Training
MCLE/Mentoring Option
(Recommendation C)
TFARR released the report and
recommendations to various stakeholders
for unofficial public comment from which
TFARR received invaluable feedback.
Comments were incorporated into the final
report which was released for official public
comment. The final report was later

considered and adopted by our Board of
Trustees.
This year, another Task Force (TFARR II)
was charged with developing draft rules for
the three recommendations. Consistent with
prior practice, TFARR II is releasing its draft
rules (attached here) to various
stakeholders for unofficial public comment.
TFARR II will review and discuss any
feedback received at its next public hearing
which is scheduled forTuesday, Sept. 16
from 10:00 a.m. – 3:00 p.m. in San
Francisco. As with the previous report, this
will be followed by an official public
comment period and Board consideration.
Please email comments by Monday, Sept.
15 to:
Teri Greenman
Staff, Task Force on Admissions
Regulation Reform
Teri.greenman@calbar.ca.gov
Phone: (415) 538-2454

Networking Lunches
Be ready to eat and network! We look forward to seeing more of you! The GBA had its sixth monthly networking lunch on July 25h, at
the Red Lion German Tavern, where members discussed many recent topics. The atmosphere outside of Glendale made our
members appreciate the splendor of our beautiful city. So, by popular request, we are back in Glendale for our next lunch. What’s the
best way to meet a group of attorneys to whom you can refer clients with confidence? Come to the monthly networking lunches! Meet
your fellow GBA attorneys, learn about their practice areas, and get to know them. As an added bonus, if you want, the GBA will
assign you to a small, 3-4 person group or “Troika,” which will allow you to form an even better relationship with your fellow members.
(Troikas change every month in honor of the 2014 World Cup Finalists, we are enjoying Argentinean cuisine in August! Join us for the
seventh lunch of the year on Wednesday, August 27, 2014, from12:00 p.m. to1:30 p.m. at “El Morfi” restaurant located at 241 N.
Brand Boulevard, Glendale, CA 91203. Don’t forget to bring your business cards!

Join Us on Facebook & LinkedIn
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Legal Thoughts by Mike Zuckerman (GBA VP)…

“About half the practice of a decent lawyer consists of telling would-be clients that they are
damned fools and should stop.” Elihu Root (1845-1937)
“The trouble with lawyers is they convince themselves that their clients are right.” Charles Ainey

